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The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 86892471

LAW OFFICE ASSIGNED LAW OFFICE 115

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/86892471/large

LITERAL ELEMENT MATTYBRAPS

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

OWNER SECTION (current)

NAME MATTYB, LLC

DBA/AKA/TA/Formerly DBA MattyBRaps.Com

STREET 4865 Kettle River Pt.

CITY Suwanee

STATE Georgia

ZIP/POSTAL CODE 30024

COUNTRY United States

OWNER SECTION (proposed)

NAME MATTYB, LLC

INTERNAL ADDRESS Suite 100

STREET 12600 Deerfield Parkway

CITY Alpharetta

STATE Georgia

ZIP/POSTAL CODE 30004

COUNTRY United States

ARGUMENT(S)

The following remarks are provided in response to the final Office action dated July 18, 2016.

A.    Refusal for Likelihood of Confusion

The instant application seeks to register the MATTYBRAPS mark in class 038 in connection with:

 Streaming of audio, video and audiovisual material on the Internet.



The registration cited against this application is MATT B, Reg. No. 4,866,452, which is registered in class 041 (hereinafter referred to as the
“Prior Registration”) for use in connection with:

Composition of music for others, entertainment services by a musical artist and producer, namely composition for others and
production of musical sound recordings, entertainment services in the nature of live audio performances by a musical artist;
entertainment services in the nature of live musical performances; entertainment services in the nature of live visual and audio
performances by a musical artist; entertainment services in the nature of live vocal performances by a musical artist; entertainment
services in the nature of presenting live musical performances; entertainment services in the nature of recording, production and post-
production services in the field of music; entertainment services in the nature of live and recorded musical performances;
entertainment services, namely, nondownloadable ringtones, pre-recorded music, and graphics presented to mobile communications
devices via a global computer network and wireless networks; entertainment services, namely, providing non-downloadable playback
of music via global communications networks; entertainment services, namely, providing non-downloadable prerecorded music,
information in the field of music, and commentary and articles about music, all on-line via a global computer network; entertainment,
namely, live music concerts; entertainment, namely, live performances by a musical band; entertainment, namely, live performances
by musical bands; live performances by a musical group; multimedia entertainment services in the nature of recording, production and
post-production services in the fields of music, video, and films; music composition and transcription for others; music composition
for others; music composition services; music production services; music video production; production of musical sound recording;
production of musical videos; production of sound and music video recordings; providing on-line music, not downloadable. 
(Emphases added.)

RESPONSE TO REFUSAL

The question in a likelihood of confusion analysis is whether the reasonably prudent purchaser is likely to be confused as to the source
of the goods.  McCarthy, T., Trademarks & Unfair Competition, §24:2.  The existence of a likelihood of confusion between two marks under §
2(d) is determined on a case-by-case basis, according to the application of the factors elucidated in In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 1361 177 USPQ 563 (C.C.P.A. 1973); see also On-Line Careline, Inc. America Online, Inc, 229 F.3d 1080, 1084 and TMEP
1207.01.   If the purchasing public would not mistakenly assume that the Applicant’s goods, or in this case services, originate with or are
sponsored by or in some way associated with the services provided under a cited registration, then registration should not properly be refused. 
FBI v. Societe, 172  USPQ 310; see also Hilson Research Inc. v. SHRM, 27 USPQ2d 1423, 1998 WL 290669 (TTAB 1993).   Not all of the
DuPont factors are relevant or of similar weight in every case, however, and any one factor may control a particular case.  In Re Majestic
Distilling Company, Inc., 315 F.3d 1311, 1315 (Fed. Cir. 2003).  In assessing likelihood of confusion, the marks must be compared in their
entireties, and they must be considered in connection with the particular goods for which they are used.  TMEP 1207.01(b), citing In re Nat’l
Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 750-51 (Fed. Cir. 1985). 

The Office action states that the factors most relevant in the analysis of Applicant’s mark in relation to the cited mark are (1)
similarity of the marks, (2) similarity and nature of the goods and services, and (3) similarity of the trade channels of the goods and services. 
Applicant respectfully traverses, for the reasons stated below.

There Is No Likelihood Of Confusion Between Applicant’s Mark and the Cited Registration

1.                  In response to the DuPont analysis set forth in the Office action, Applicant states the following:

The cited Prior Registration is MATT B, i.e. the name Matt separated from the letter B by a space.  Applicant’s mark is MATTYBRAPS,
a single word of fanciful derivation which includes MATTY, a nickname for the individual MATTHEW MORRIS, the letter B and the
word RAPS.  The marks are not physically or phonetically identical.  The examiner has opined that the word RAPS is less dominant
because it describes the type of music applicant provides.  Applicant responds that the word RAPS is a substantive component of the mark
which contributes to its fanciful nature and further distinguishes it from the MATT B mark.  The mark taken as a whole including the
RAPS component conveys the childlike and whimsical nature of the streaming services offered under the mark.  It is not merely
descriptive.

Applicant’s mark MATTYBRAPS has also acquired distinctiveness, having been used in connection with streaming entertainment
services continuously since 2010.  Exhibit E.

MATT B and MATTYBRAPS are sufficiently distinct as to create distinct commercial impressions, given the different scope of
consumers for the particular goods offered by Applicant or the services offered by the owner of the MATT B mark.  Evidence of this
difference is presented at Exhibit A.

Further, with respect to other differences, evidence available from a basic search of the Internet shows the following:

A.    The MATT B mark is used in connection with entertainment services provided by Matthew Benson, the registrant of that mark,
who is an adult and who provides entertainment services in the rhythm and blues (R&B) genre of music to an adult audience.   In
contrast MATTYBRAPS is used in connection with streaming of audio, visual and audiovisual materials to juvenile audiences.

 B.     Matt B, the performer who personifies the mark in its application to entertainment services, is African American. 



MATTYBRAPS is used in connection with the Internet audiovisual services of the entertainer popularly known as MATTYB, who
is Caucasian American.

 C.     There is a vast difference between the services provided under the MATT B and MATTYBRAPS marks.  The difference is
reflected in the songs performed under the respective marks.  For example, a recently released MATT B song streamed on the
Internet entitled Baby I.  A short excerpt of that song is presented below solely for the purpose of familiarizing the examiner with
the lyrics therein:

 … all those curves and shit

… just let me get it

Like the way you swing [sp] them hips

I gotta have it

She love to lick her lips when I smack it

…But I ain’t got no time for all that bullshit

…I’m just tryin’ to take you to the crib

Put you on my bed and strip you naked…

                  Source: Baby I, by Matt B and $kilz, YouTube video at http://www.youtube.com/watch?v=gnczNsJIF8Y, published 06/19/2016,
webpage image attached as Exhibit B.

In contrast, the MATTYBRAPS brand offers and provides its services to juveniles that are of a family friendly nature, and which
deliberately avoid the more ribald and sexually explicit nature of adult contemporary entertainment.  An example of MattyBRaps’
lyrics is,

Dear Matt, I know we've never really met each other

But you've helped me out so much I felt I had to write this letter

You might not know it when you’re making your beats

But every lyric and syllable's like you're speaking to me

Cause where I'm from they don't encourage a kid with a dream

And every time I have an idea that I believe in

It gets stomped or squashed and then I feel lost

Like it wanna go dig a hole feeling so low

Don't get me wrong, I believe but get real Matt

Sometimes it's difficult to achieve when people don't believe back

I'm not complaining but it's hard to go after my goals….

Source: Turned Out The Lights, by MattyB featuring Maddi Jane, http://www.azlyrics.com/lyrics/mattyb/turnedoutthelights.html;
copy attached as Exhibit D.

The differences between these lyrics reflect the difference in musical genres, audiences and the typical consumer markets for the services
offered under the mark of this application and the mark of the cited registration, and show that there is no likelihood of confusion as to the
source of the services.

The differences set forth above, when taken together, contribute to a different and dissimilar commercial impression from the use of the
respective marks.



2.                  In addition, there is a significant distinction between the type of goods to be identified with Applicant’s mark and the services
listed in connection with the cited registration.  The services sought to be protected by the registration are primarily related to music
composition, music video production, live performances by various entities and providing non-downloadable music and non-downloadable
ringtones in Class 041.  In contrast, Applicant seeks registration of the mark for use in connection streaming of digital music, visual media and
audiovisual materials.  Live entertainment and production and composition services are not within the scope of Class 038. 

 3.                  There is a difference in the trade channels for the services provided under the applied for mark and the cited registration.  The
trade channels are not identical or similar, as evidenced by their separate classification, i.e. class 038 as opposed to class 041.  Additionally, as
discussed above, Applicant’s mark is used in connection with downloadable music of a G-rated, family-friendly nature that is targeted to a
market of pre-adolescent children and teenagers. See Exhibit A. In contrast, the Prior Registration reads, on its face, as being used in
connection with live nor on-downloadable performances.  The content is directed to adult contemporary music that appears to be targeted to
an adult or more mature audience.  Exhibit A.

 4.                  Based on the arguments above with respect to the DuPont factors cited in the Office action, Applicant believes and submits
that the refusal may and should be withdrawn.  In a further examination of the DuPont factors in relation to the comparison between the
applied-for mark and the Prior Registration:

Applicability of Other DuPont Factors to the Comparison of the Marks

The Prior Registration is Not Famous

1.                  Unlike Applicant’s mark, the Prior Registration is not famous within the meaning of the Lanham Act.   The prior registrant
submitted no evidence that its mark is viewed by relevant purchasers in the United States (or elsewhere) as a famous mark, as required by
TMEP 120.01.  In contrast, Applicant’s mark is famous , as shown for example by Applicant’s social media subscriptions which utilize the
mark.  As of the date of this filing, Applicant’s subscriptions include 8,482,713 Facebook page followers; approximately 766,000 Twitter
followers; and approximately 822,000 InstaGram followers.  Exhibit B.   Applicant’s mark is also used on a variety of goods including
downloadable music, as presently claimed, apparel, entertainment services, a YouTube channel and music sales outlets including Amazon and
iTunes (see specimens of record).  Applicant has filed multiple applications to secure this family of marks. The prior registrant owns no
registrations that would similarly apply to a broad scope of goods and services, nor does the mark as registered in class 041 appear to be in use
on downloadable music or other goods and services.

Applicant’s Mark Is Used In Connection With A Different Category of Services
 2.                  Applicant’s mark is used in connection with a different category of services and should therefore be registrable.   The Prior

Registration cannot properly apply to streaming of audio, visual and audiovisual materials on the Internet because the registration issued in
class 041 does not extend to such products.  Therefore there can per se be no similar use of the MATT B mark on similar goods.

It is not logical or reasonable that the United States Patent and Trademark Office (USPTO) should establish different categories of
goods and/or services, to each of which a fee for application, search and evaluation apply, and then refuse registration on the grounds that
applications in different categories represent similar goods and services so as to be undistinguishable.   Applicant notes that the USPTO has
taken no action to consolidate these categories to avoid such results.  Applicant reserves the right to seek further administrative remedy on this
basis.

Applicant Owns A Prior Registration of the Mark

Further, a party cannot be harmed by the issuance to, or existence of a registration of, a second party if the second party already owns a
registration for essentially the same mark for essentially the same goods or services. Morehouse Mfg. Corp. v. J. Strickland Co., 160 USPQ
715, 717 (CCPA 1969).  Applicant is the owner of an earlier registration, Reg. No. 3980646, which was issued on June 21, 2011, for use of
MATTYBRAPS according to class 041.

The USPTO has taken the position that “the services of the parties [in class 038 and 041] are closely related,” and that these
“…services need not be identical or even competitive to find a likelihood of confusion,” and has further concluded that such a likelihood of
confusion exists.  Assuming, arguendo, that this position is well founded, then the USPTO cannot therefore also at the same time refuse
registration in the case where Applicant has a prior registration of the claimed mark, MATTYBRAPS, in class 041, which has now become
incontestable. Morehouse Mfg. Corp. v. J. Strickland Co., 160 USPQ 715, 717 (CCPA 1969).  If the USPTO maintains that class 038 includes
essentially the same services as class 041 with respect to the marks at issue, then applying Morehouse the USPTO cannot at the same time bar
Applicant’s mark in this application from registration because Applicant is already the owner of an registration for the same mark registered in
connection with essentially the same services. Id. 

3.                  Considering another DuPont factor, Applicant notes it has encountered no instances of actual confusion between the marks.

 4.                  If the date of first use in commerce cited by the registrant of the MATT B mark is accurate, then there appears to have been
almost five years of concurrent use of the marks without any evidence of actual confusion.

 5.                  The Prior Registration is in Class 041, relating to entertainment services.  Applicant is unaware of any use of the mark in



connection with goods or services outside of class 041.  In contrast, Applicant’s MATTY B mark is in used in connection with a variety of
goods and services, as stated above.

 6.                  Applicant has a right to exclude others from using the MATTY B mark, because the mark is based on the name of a living
individual.

 7.                  Based on the difference between Applicant’s goods and the prior registrant’s services, the difference in markets for goods or
services under the respective registrations and the long history of concurrent use without actual confusion, any potential confusion is de
minimis.

The Examining Attorney has provided samples of document to show that there are commonly owned registrations in which services in
Class 038 and Class 041 “often emanate from a single source.”   It is not clear how these examples are relevant to Applicant’s situation in
which the application is directed  to one category of services and the cited registration is directed to another, and the two are not commonly
owned.

Conclusion

Therefore, in a full analysis of the factors affecting likelihood of confusion, Applicant submits that there is no likelihood of confusion
between the applied-for mark and the Prior Registration with respect to Class 009.  Therefore, the refusal of Applicant’s mark for registration
in connection with the identified goods and services based on likelihood of confusion can and should properly be withdrawn.

            This submission is believed to be fully responsive to the grounds for refusal and remarks made of record in the Office action, and have
prepared the application for approval for publication or appeal. 
 Should the examining attorney believe that any issues remain for resolution, she is invited to contact Applicant’s representative.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86892471 MATTYBRAPS(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/86892471/large) has been
amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The following remarks are provided in response to the final Office action dated July 18, 2016.

A.    Refusal for Likelihood of Confusion

The instant application seeks to register the MATTYBRAPS mark in class 038 in connection with:

 Streaming of audio, video and audiovisual material on the Internet.

The registration cited against this application is MATT B, Reg. No. 4,866,452, which is registered in class 041 (hereinafter referred to as the
“Prior Registration”) for use in connection with:

Composition of music for others, entertainment services by a musical artist and producer, namely composition for others and production
of musical sound recordings, entertainment services in the nature of live audio performances by a musical artist; entertainment services
in the nature of live musical performances; entertainment services in the nature of live visual and audio performances by a musical artist;
entertainment services in the nature of live vocal performances by a musical artist; entertainment services in the nature of presenting live
musical performances; entertainment services in the nature of recording, production and post-production services in the field of music;
entertainment services in the nature of live and recorded musical performances; entertainment services, namely, nondownloadable
ringtones, pre-recorded music, and graphics presented to mobile communications devices via a global computer network and wireless
networks; entertainment services, namely, providing non-downloadable playback of music via global communications networks;
entertainment services, namely, providing non-downloadable prerecorded music, information in the field of music, and commentary and
articles about music, all on-line via a global computer network; entertainment, namely, live music concerts; entertainment, namely, live
performances by a musical band; entertainment, namely, live performances by musical bands; live performances by a musical group;
multimedia entertainment services in the nature of recording, production and post-production services in the fields of music, video, and
films; music composition and transcription for others; music composition for others; music composition services; music production
services; music video production; production of musical sound recording; production of musical videos; production of sound and music
video recordings; providing on-line music, not downloadable.  (Emphases added.)

RESPONSE TO REFUSAL

The question in a likelihood of confusion analysis is whether the reasonably prudent purchaser is likely to be confused as to the source of
the goods.  McCarthy, T., Trademarks & Unfair Competition, §24:2.  The existence of a likelihood of confusion between two marks under §
2(d) is determined on a case-by-case basis, according to the application of the factors elucidated in In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 1361 177 USPQ 563 (C.C.P.A. 1973); see also On-Line Careline, Inc. America Online, Inc, 229 F.3d 1080, 1084 and TMEP
1207.01.   If the purchasing public would not mistakenly assume that the Applicant’s goods, or in this case services, originate with or are
sponsored by or in some way associated with the services provided under a cited registration, then registration should not properly be refused. 



FBI v. Societe, 172  USPQ 310; see also Hilson Research Inc. v. SHRM, 27 USPQ2d 1423, 1998 WL 290669 (TTAB 1993).   Not all of
the DuPont factors are relevant or of similar weight in every case, however, and any one factor may control a particular case.  In Re Majestic
Distilling Company, Inc., 315 F.3d 1311, 1315 (Fed. Cir. 2003).  In assessing likelihood of confusion, the marks must be compared in their
entireties, and they must be considered in connection with the particular goods for which they are used.  TMEP 1207.01(b), citing In re Nat’l
Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 750-51 (Fed. Cir. 1985). 

The Office action states that the factors most relevant in the analysis of Applicant’s mark in relation to the cited mark are (1) similarity
of the marks, (2) similarity and nature of the goods and services, and (3) similarity of the trade channels of the goods and services.  Applicant
respectfully traverses, for the reasons stated below.

There Is No Likelihood Of Confusion Between Applicant’s Mark and the Cited Registration

1.                  In response to the DuPont analysis set forth in the Office action, Applicant states the following:

The cited Prior Registration is MATT B, i.e. the name Matt separated from the letter B by a space.  Applicant’s mark is
MATTYBRAPS, a single word of fanciful derivation which includes MATTY, a nickname for the individual MATTHEW MORRIS, the
letter B and the word RAPS.  The marks are not physically or phonetically identical.  The examiner has opined that the word RAPS is less
dominant because it describes the type of music applicant provides.  Applicant responds that the word RAPS is a substantive component
of the mark which contributes to its fanciful nature and further distinguishes it from the MATT B mark.  The mark taken as a whole
including the RAPS component conveys the childlike and whimsical nature of the streaming services offered under the mark.  It is not merely
descriptive.

Applicant’s mark MATTYBRAPS has also acquired distinctiveness, having been used in connection with streaming entertainment services
continuously since 2010.  Exhibit E.

MATT B and MATTYBRAPS are sufficiently distinct as to create distinct commercial impressions, given the different scope of consumers
for the particular goods offered by Applicant or the services offered by the owner of the MATT B mark.  Evidence of this difference is
presented at Exhibit A.

Further, with respect to other differences, evidence available from a basic search of the Internet shows the following:

A.    The MATT B mark is used in connection with entertainment services provided by Matthew Benson, the registrant of that mark, who
is an adult and who provides entertainment services in the rhythm and blues (R&B) genre of music to an adult audience.   In contrast
MATTYBRAPS is used in connection with streaming of audio, visual and audiovisual materials to juvenile audiences.

 B.     Matt B, the performer who personifies the mark in its application to entertainment services, is African American.  MATTYBRAPS is
used in connection with the Internet audiovisual services of the entertainer popularly known as MATTYB, who is Caucasian
American.

 C.     There is a vast difference between the services provided under the MATT B and MATTYBRAPS marks.  The difference is reflected
in the songs performed under the respective marks.  For example, a recently released MATT B song streamed on the Internet
entitled Baby I.  A short excerpt of that song is presented below solely for the purpose of familiarizing the examiner with the lyrics
therein:

 … all those curves and shit

… just let me get it

Like the way you swing [sp] them hips

I gotta have it

She love to lick her lips when I smack it

…But I ain’t got no time for all that bullshit

…I’m just tryin’ to take you to the crib

Put you on my bed and strip you naked…

                  Source: Baby I, by Matt B and $kilz, YouTube video at http://www.youtube.com/watch?v=gnczNsJIF8Y, published
06/19/2016, webpage image attached as Exhibit B.



In contrast, the MATTYBRAPS brand offers and provides its services to juveniles that are of a family friendly nature, and which
deliberately avoid the more ribald and sexually explicit nature of adult contemporary entertainment.  An example of MattyBRaps’
lyrics is,

Dear Matt, I know we've never really met each other

But you've helped me out so much I felt I had to write this letter

You might not know it when you’re making your beats

But every lyric and syllable's like you're speaking to me

Cause where I'm from they don't encourage a kid with a dream

And every time I have an idea that I believe in

It gets stomped or squashed and then I feel lost

Like it wanna go dig a hole feeling so low

Don't get me wrong, I believe but get real Matt

Sometimes it's difficult to achieve when people don't believe back

I'm not complaining but it's hard to go after my goals….

Source: Turned Out The Lights, by MattyB featuring Maddi Jane, http://www.azlyrics.com/lyrics/mattyb/turnedoutthelights.html;
copy attached as Exhibit D.

The differences between these lyrics reflect the difference in musical genres, audiences and the typical consumer markets for the services offered
under the mark of this application and the mark of the cited registration, and show that there is no likelihood of confusion as to the source of the
services.

The differences set forth above, when taken together, contribute to a different and dissimilar commercial impression from the use of the
respective marks.

2.                  In addition, there is a significant distinction between the type of goods to be identified with Applicant’s mark and the services
listed in connection with the cited registration.  The services sought to be protected by the registration are primarily related to music
composition, music video production, live performances by various entities and providing non-downloadable music and non-downloadable
ringtones in Class 041.  In contrast, Applicant seeks registration of the mark for use in connection streaming of digital music, visual media and
audiovisual materials.  Live entertainment and production and composition services are not within the scope of Class 038. 

 3.                  There is a difference in the trade channels for the services provided under the applied for mark and the cited registration.  The
trade channels are not identical or similar, as evidenced by their separate classification, i.e. class 038 as opposed to class 041.  Additionally, as
discussed above, Applicant’s mark is used in connection with downloadable music of a G-rated, family-friendly nature that is targeted to a
market of pre-adolescent children and teenagers. See Exhibit A. In contrast, the Prior Registration reads, on its face, as being used in connection
with live nor on-downloadable performances.  The content is directed to adult contemporary music that appears to be targeted to an adult or
more mature audience.  Exhibit A.

 4.                  Based on the arguments above with respect to the DuPont factors cited in the Office action, Applicant believes and submits that
the refusal may and should be withdrawn.  In a further examination of the DuPont factors in relation to the comparison between the applied-for
mark and the Prior Registration:

Applicability of Other DuPont Factors to the Comparison of the Marks

The Prior Registration is Not Famous

1.                  Unlike Applicant’s mark, the Prior Registration is not famous within the meaning of the Lanham Act.   The prior registrant
submitted no evidence that its mark is viewed by relevant purchasers in the United States (or elsewhere) as a famous mark, as required by TMEP
120.01.  In contrast, Applicant’s mark is famous , as shown for example by Applicant’s social media subscriptions which utilize the mark.   As of
the date of this filing, Applicant’s subscriptions include 8,482,713 Facebook page followers; approximately 766,000 Twitter followers; and
approximately 822,000 InstaGram followers.  Exhibit B.   Applicant’s mark is also used on a variety of goods including
downloadable music, as presently claimed, apparel, entertainment services, a YouTube channel and music sales outlets including



Amazon and iTunes (see specimens of record).  Applicant has filed multiple applications to secure this family of marks. The prior registrant owns
no registrations that would similarly apply to a broad scope of goods and services, nor does the mark as registered in class 041 appear to be in use
on downloadable music or other goods and services.

Applicant’s Mark Is Used In Connection With A Different Category of Services
 2.                  Applicant’s mark is used in connection with a different category of services and should therefore be registrable.   The Prior

Registration cannot properly apply to streaming of audio, visual and audiovisual materials on the Internet because the registration issued in class
041 does not extend to such products.  Therefore there can per se be no similar use of the MATT B mark on similar goods.

It is not logical or reasonable that the United States Patent and Trademark Office (USPTO) should establish different
categories of goods and/or services, to each of which a fee for application, search and evaluation apply, and then refuse registration on
the grounds that applications in different categories represent similar goods and services so as to be undistinguishable.   Applicant notes that the
USPTO has taken no action to consolidate these categories to avoid such results.  Applicant reserves the right to seek further administrative
remedy on this basis.

Applicant Owns A Prior Registration of the Mark

Further, a party cannot be harmed by the issuance to, or existence of a registration of, a second party if the second party
already owns a registration for essentially the same mark for essentially the same goods or services. Morehouse Mfg. Corp. v. J. Strickland Co.,
160 USPQ 715, 717 (CCPA 1969).  Applicant is the owner of an earlier registration, Reg. No. 3980646, which was issued on June 21, 2011, for
use of MATTYBRAPS according to class 041.

The USPTO has taken the position that “the services of the parties [in class 038 and 041] are closely related,” and that these “…services
need not be identical or even competitive to find a likelihood of confusion,” and has further concluded that such a likelihood of confusion exists.  
Assuming, arguendo, that this position is well founded, then the USPTO cannot therefore also at the same time refuse registration in
the case where Applicant has a prior registration of the claimed mark, MATTYBRAPS, in class 041, which has now become
incontestable. Morehouse Mfg. Corp. v. J. Strickland Co., 160 USPQ 715, 717 (CCPA 1969).  If the USPTO maintains that class 038
includes essentially the same services as class 041 with respect to the marks at issue, then applying Morehouse the USPTO cannot at the same
time bar Applicant’s mark in this application from registration because Applicant is already the owner of an registration for the same mark
registered in connection with essentially the same services. Id. 

3.                  Considering another DuPont factor, Applicant notes it has encountered no instances of actual confusion between the marks.

 4.                  If the date of first use in commerce cited by the registrant of the MATT B mark is accurate, then there appears to have
been almost five years of concurrent use of the marks without any evidence of actual confusion.

 5.                  The Prior Registration is in Class 041, relating to entertainment services.  Applicant is unaware of any use of the mark in
connection with goods or services outside of class 041.  In contrast, Applicant’s MATTY B mark is in used in connection with a variety of
goods and services, as stated above.

 6.                  Applicant has a right to exclude others from using the MATTY B mark, because the mark is based on the name of a living
individual.

 7.                  Based on the difference between Applicant’s goods and the prior registrant’s services, the difference in markets for goods or
services under the respective registrations and the long history of concurrent use without actual confusion, any potential confusion is de minimis.

The Examining Attorney has provided samples of document to show that there are commonly owned registrations in which services in
Class 038 and Class 041 “often emanate from a single source.”   It is not clear how these examples are relevant to Applicant’s situation in which
the application is directed  to one category of services and the cited registration is directed to another, and the two are not commonly owned.

Conclusion

Therefore, in a full analysis of the factors affecting likelihood of confusion, Applicant submits that there is no likelihood of
confusion between the applied-for mark and the Prior Registration with respect to Class 009.  Therefore, the refusal of Applicant’s mark for
registration in connection with the identified goods and services based on likelihood of confusion can and should properly be withdrawn.

            This submission is believed to be fully responsive to the grounds for refusal and remarks made of record in the Office action, and have
prepared the application for approval for publication or appeal. 
 Should the examining attorney believe that any issues remain for resolution, she is invited to contact Applicant’s representative.
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Evidence in the nature of Exhibit A - evidence regarding commercial impression and trade channels Exhibit B - web page and video source
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Exhibit E - evidence of acquired distinctiveness based on prior registration of applicant's mark has been attached.
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APPLICANT AND/OR ENTITY INFORMATION
Applicant proposes to amend the following:
Current: MATTYB, LLC, DBA MattyBRaps.Com, a limited liability company legally organized under the laws of Georgia, having an address
of
      4865 Kettle River Pt.
      Suwanee, Georgia 30024
      United States

Proposed: MATTYB, LLC, a limited liability company legally organized under the laws of Georgia, having an address of
      Suite 100
      12600 Deerfield Parkway
      Alpharetta, Georgia 30004
      United States

CORRESPONDENCE ADDRESS CHANGE
Applicant proposes to amend the following:
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DEANNA L. BAXAM
BAXAM LAW GROUP, LLC
2180 SATELLITE BOULEVARDSUITE 400-410
DULUTH
Georgia
US
30097

Proposed:
DEANNA L. BAXAM of BAXAM LAW GROUP, LLC, having an address of
Suite 400-410 2180 SATELLITE BOULEVARD DULUTH, Georgia 30097
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United States
dbaxam@baxamlaw.com
(678) 462-0041
The docket/reference number is 0010.0111.36 .

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Deanna Baxam/     Date: 09/22/2016
Signatory's Name: Deanna L. Baxam
Signatory's Position: Attorney of Record, Georgia Bar Member

Signatory's Phone Number: (678) 896-1986

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Mailing Address:    DEANNA L. BAXAM
   BAXAM LAW GROUP, LLC
   Suite 400-410
   2180 SATELLITE BOULEVARD
   DULUTH, Georgia 30097
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